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journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal which involves clains 9,

12, 14, 15 and 22. The only other clains remaining in the
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application, which are clains 1 through 8 and 10 have been
al l oned by the exani ner.

The subject matter on appeal relates to a process for
formng a ceram c insulation which includes the step of
diffusing a catalyst into a mat inpregnated wwth a sol for a
catal yst soak tinme during which the catalyst diffuses into the
mat and causes the sol to gel. The appeal ed subject matter
also relates to the ceram c insulation produced by a process
of the type previously described. This appeal ed subject
matter is adequately illustrated by independent claim 11 which
reads as foll ows:

11. A process for formng a ceram c insulation
conprising the steps of:

(a) formng a slurry of ceram c conponents sel ected
fromthe group consisting of fibers, mcroparticles, and
m xtures thereof, an effective amount of a netal powder and,
optionally, any of (i) a dispersant, (ii) a flocculant, or
(ti1) fugitive mcroparticles;

(b) nmolding the slurry to forma mat having a
t hi ckness;

(c) inpregnating the mat with a sol
(d) diffusing a catalyst for the sol into the

i npregnated mat for a catal yst soak tinme during which the
catal yst diffuses into the nmat and causes the sol to gel; and
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(e) drying the mat to produce the ceramc

i nsul ati on.

The references relied upon by the exam ner as evidence of

obvi ousness are:

Ardary et al. (Ardary) 3,702,279
Thonpson 4,632, 944
Bendi g 5,041, 321
Lespade et al. (Lespade) 5,126, 087

All of the clains on appeal are rejected under 35 U S. C

§ 103 as being unpatentabl e over Ardary in view of Lespade or

Bendi g and Thonpson.?
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For a conpl ete exposition of the respective viewoints

expressed by the appellants and the exam ner concerning the

above-noted rejection, we refer to the Brief filed August 5,

1996 and Reply Brief as well as to the Answer for a conplete

exposi tion thereof.

1972
1986
1991
1992

1 Although the appellants have indicated that each of the
appeal ed cl ai ns shoul d be separately considered (see page 6 of

the Brief), only clains 9, 11 and 12 have been separately

ar gued

within a reasonable specificity. See In re N elson

1567, 1572, 2 USPQd 1525, 1528; Ex parte Schier,

816 F. 2d
21 USPQd

1016, 1018; and 37 CFR 8 1.192(c)(7) and (c)(8) (1995).

Accordingly, in our disposition of this appeal,
separately consider only clainms 9, 11 and 12.
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OPI NI ON

For the reasons set forth below, we will sustain the
examner's 8 103 rejection of clains 11, 12, 14, 15 and 22 but
not the corresponding rejection of claim?9.

Appealed claim9 is directed to the ceram c insul ation
produced by the process of now all owed i ndependent claim 1.
This | ast nmentioned claimdefines a step of "converting the
metal in the mat to a ceramc to form bonds between the
ceram c fibers, mcroparticles, and m xtures thereof." Thus,
in order to render product claim9 unpatentable, the applied
prior art nust contain sone teaching or suggestion of ceramc
i nsul ati on whi ch contains bonds of the aforenentioned type
descri bed by process claiml1.

However, as discussed nore fully below, the prior art
relied upon by the exam ner regarding netal concerns its use
as an opacifier rather than as an ingredient to form bonds
bet ween ceram ¢ conponents. In addition, there is no basis in
the record before us for concluding that the netal -containing
i nsul ation taught or suggested by the applied prior art would
i nherently contain the aforenentioned bonds. Indeed, the
exam ner has not even alleged, nuch |l ess carried his burden of

-4-
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evincing, that insulation of the prior art would inherently
possess the bond characteristic in question. Ex parte
Skinner, 2 USPQ2d 1788, 1789 (1986).

Under these circunstances, we cannot sustain the
exam ner's 8 103 rejection of product claim9 as being
unpat ent abl e over Ardary in view of Lespade or Bendi g and
Thonpson.

We reach a different conclusion regarding the process
claims on appeal. Although these clains require the presence
of a netal powder, they contain no recitation which requires
that the nmetal powder perform a bond-creating function. Thus,
the netal powder requirenment of the appeal ed process clains is
satisfied by the applied prior art suggestion of providing
ceram c insulation with netal powder functioning as an
opacifier. As for the appellants' apparent belief that the
af orenenti oned provision would not have been suggested by the
applied prior art, such a belief plainly is contrary to the
teachings of Ardary (e.g., see lines 52 through 62 in col umm
2) in conbination with Thonpson (e.g., see lines 49 through 52

in colum 6).
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According to the appellants, the examner's 8 103
rejection of the process clains on appeal is inproper because
Ardary contains no teaching of the here clainmed catalyst
di ff usi on/ soaki ng step defined by independent claim1l (al so
see dependent claim 12 as well as dependent claim 22).
However, patentee explicitly discloses an ammoni a cat al yst
flowng step (cf., the flowing step of appeal ed dependent
claim12) followed by the step of placing the so-treated
material into an airtight plastic bag for a period of up to
five hours to thereby effect the desired gelation (e.g., see
lines 15 through 26 in colum 3 and the paragraph bridging
colums 3 and 4). It is clear that these steps of the Ardary
process would inherently effect the catal yst diffusing/soaking
step defined by appeal ed i ndependent claim 11l. |ndeed, the
appel l ants have conceded as nuch (e.g., see the second ful
par agraph on page 7 of the Brief). Thus, while the here
clainmed step in question may not be expressly taught by
Ardary, it quite plainly is satisfied by this reference under

the principles of inherency. Conpare Kalman v. Kinberly

dark, 713 F.2d 760, 771, 218 USPQ 781, 789 (1983) and ln re

Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 (CCPA 1977).

- 6-
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In light of the foregoing, it is our determ nation that
the reference evidence adduced by the exam ner establishes a

prima facie case of obviousness within the neaning of

35 US.C 8 103. In this regard, it is the appellants' basic

position that they have rebutted the examner's prinma facie

case of obviousness with evidence of nonobvi ousness in the
formof declaration (i.e., the Rorabaugh Declaration of
record) and specification (i.e., pages 21-23) data which is
said to evince unexpected results with respect to higher Z-
direction tensile strength. W cannot agree with the
appellants on this matter for several reasons.

In the first place, it is not clear that the tensile
strength exhibited by the inventive exanples is unexpectedly
superior to the conparison exanples. By way of
exenplification, the tensile strength exhibited by Conparison
Sanpl e A2 does not appear to be significantly different from
the tensile strength exhibited by Inventive Sanples B5, B6 and
B8 on Decl aration, page 4. Further, the declarant gives no
clarifying explanation as to why the tensile strengths of

| nventive Sanples B5, B6 and B8 are considered to be
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unexpectedly superior to the tensile strength of Conparison
Sanpl e A2.

Secondly, the data proffered by the appell ants does not
conpare the here clained process to the closest prior art
which is the process of Ardary. This point is exenplified by
the fact that the conpared process in the Declaration places
"the mat under a vented hood for several hours to allow excess
ammoni a to escape" (Declaration, page 3, first full paragraph)
whereas Ardary places his mat or conposite in an airtight
plastic bag for up to five hours (e.g., again see the
paragraph bridging colums 3 and 4). Additionally, the
conpared process of the Declaration included a drying step
after the first sol inpregnation which the declarant stated
may have contributed to inferior properties (see item 7 on
Decl arati on, page 5) whereas the Ardary process includes no
drying step between the sol inpregnation and gel ati on steps.
Concerning this point, we enphasis that an applicant relying

upon a conparative showing to rebut a prinma facie case nust

conpare his clainmed invention with the closest prior art. In

re Merchant, 575 F.2d 865, 869, 197 USPQ 785, 788 (CCPA 1978).
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Finally, the appellants' proffered data is not adequate

to rebut the exanminer's prima facie case of obvi ousness

because it is not commensurate in scope with the clains to
which it pertains. Inre Dill, 604 F.2d 1356, 1361, 202 USPQ
805, 808

(CCPA 1979). For exanple, the processes said by the
appellants to represent their invention include paraneters
such as catal yst exposi ng and soaking tinmes which are nuch
nmore narrow i n scope than the correspondi ng paraneters of the
appeal ed process cl ai ns. In light of the
foregoing, it is our ultimate determ nation that the evidence
of record, on bal ance, weighs nost heavily in favor of an

obvi ousness conclusion with respect to the appellants' process
clainms. W shall, therefore, sustain the examner's § 103
rejection of process clains 11, 12, 14, 15 and 22 as being
unpat ent abl e over Ardary in view of Lespade or Bendi g and
Thonpson.

The decision of the examner is affirned-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under
37 CFR 8§ 1.136(a).

AFFI RVED- | N- PART

BRADLEY R. GARRI S
Adm ni strative Patent Judge

PAUL LI EBERVAN
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

DOUGLAS W ROBI NSON
Adm ni strative Patent Judge
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John C. Hanmar
The Boei ng Co.
P.O. Box 3707, MS 13-08
Seattle, WA 98124-2207
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